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I • INTRODUCTION 

Applicant respectfully petitions, under 37 C.F.R. 1.181 and MPEP 
§1002.02 (b) (3) for withdrawal of the Office Action mailed May 5, 
2004 (Paper No. 22) . 

Under the provisions of 37 C.F.R. §1.198, cases will not be 
reopened or reconsidered by the primary Examiner ... and then only 
for the consideration of matters not already adjudicated, 
sufficient cause being shown. Paper No. 22 is an attempt to re- 
adjudicated issues decided by the Board without sufficient cause 
being shown. Thus, there are no grounds to reopen prosecution 
and the action must be withdrawn. 

This petition is being filed pursuant to 37 C.F.R. §1,181 and 
MPEP §1002 within two months of the action complained of. 
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ri. FACTS 

A decision on appeal (the "^Decision" ) by the Board of Patent 
Appeals and Interferences (the ^'Board'') was mailed on March 31, 



prosecution and an Office Action was mailed November 20, 2003 
(Paper No. 19). Responsive to Applicant's petition of January 
23, 2004 under 37 C.F.R. §1,181 requesting a review of the 
validity of the Examiner's action in reopening prosecution 
following the Decision, a second, non- final action was mailed on 
May 5, 2004. (Paper No. 22). This petition now follows, 

III. DISCUSSION 

It is respectfully submitted that both the Office Action mailed 
November 20^ 2003 and the Office Action mailed May 5, 2004 are 
inappropriate and should be withdrawn since prosecution of this 
application after the Decision has not been reopened in 
accordance with 37 C.F.R. §1.98. The reopening of prosecution in 
this application is not proper because the Examiner is merely 
reasserting a basis of rejection that was reversed by the Board, 
and is attempting to reconsider issues already adjudicated, 
without sufficient cause being shown (M.P.E.P. §1214.07, 37 
C.F,R, §1,198). 

In the Deciaion, the Examiner's rejection of claims 12-19 under 
35 U.S.C. §103 (a) over Saji in view of French was reversed. 
(Paper No. 18, page 4) . The Examiner now attempts to use the 
same broad conclusory statements regarding the teachings of Saji, 
now in combination with Yamamoto, to obviate Applicant's 
invention, without paying heed to the Decision. This is improper 
reconsideration of matters previously adjudicated. 



2003. 



Subsequent to the Decision, the Examiner reopened 
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Applicant's invention is directed to overcoming ability to easily 



page 2, line 8) . Saji is not relevant in this regard. In the 
Decision, the Board states that ^Saji does not recognize the 
problem of theft for cordless telephone sets. Saji is concerned 
solely with the problem of insuring that the cordless radio set 
is being properly charged once it (is] placed in the charging 
stand*" (Paper No. 18/ page 8, lines 18-21) . Significantly, the 
Board goes on to state *'[w]e fail to find that Saji suggests a 
reason to provide an anti-theft mechanism for Saji's cordless 
telephone. Furthermore, we find that Saji is only concerned with 
the problem of proper charging . Therefore, we fail to find that 
one of ordinary skill in the art would have reason to take the 
Saji cordless telephone set and modify it and protect it against 
theft." (Paper No. 18, page 9, lines 18-26). 

Thus, the Board makes it quite clear that Saji cannot be used to 
satisfy the burden of showing obviousness of Applicant's 
invention for purposes of 35 U.S.C. §103 (a). As noted by the 
Board, ^^the Examiner can only satisfy the burden of showing 
obviousness of the combination only by showing some objective 
teaching in the prior art or individual to combine the relevant 
teachings of the references.^ (Paper No. 18, page 7, lines 16- 
21). Saji does not provide any such evidence. Nothing about 
Saji or Applicant's invention has changed that would affect this 
determination by the Board. 

However, in the Office Action mailed May 5, 2004 (Paper No. 22), 
the Examiner once again reasserts the use of Saji as the primary 
basis for rejection under 35 U.S.C. §103(a). "Therefore, it 
would have been obvious to one of ordinary skill in the art at 
the time of the invention to combine the above teaching of 



misplace or steal radio telephones. 



(Paper No* 18, page 1 to 
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Yamamoto with Saji, in order to enable the user to protect 
her/his cell phone from being used in case of being stolen.'' 
(Paper No. 22, page 3, lines 5-8) , However, the issue of Saji 
has already been adjudicated by the Board where they state that 
"we fail to find that one of ordinary skill in the art would have 
reason to take the Saji cordless telephone set and modify it and 
protect it against theft , ^ (Paper No. 18, page 9, lines 18-26) . 
Thus, the Examiner's use of Saji in Paper No* 22 is an 
impermissible attempt to re -adjudicate the issue of Saji. This 
is not allowed xinder M.P.E,P. §1214.07 and 37 C,F,R, §1.198. 

Since the Board has already decided that Saji does not provide an 
objective teaching that suggests Applicant's claimed subject 
matter, the Examiner's use of Saji in Paper No. 22 is an 
impermissible attempt to consider matters already adjudicated. 
Thus, there is no basis or cause to reopen prosecution on this 
application. Therefore, Paper No. 22 (and Paper No. 19) must be 
withdrawn. 

Furthermore, the reassertion of a reference, the applicability of 
which was decided in the negative by the Board, is not a reason 
to reopen prosecution. The Examiner must have ^^specific 
knowledge of the existence of a particular reference or 
references which indicate nonpatentability of any of the appealed 
claims as to which the Examiner was reversed." Only in that case 
can the Examiner submit the matter to the TC Director for 
authorization to reopen prosecution under 37 C.F.R. §1.198 for 
purpose of entering the new rejection, (M.P.E.P. §1214.04) There 
is no such indication here and the reassertion of Saji is 
inappropriate * 

The Decision did not sustain the Examiner's rejection of claims 
12 through 19 under 35 U.S.C. §103 (a) as being unpatentable over 
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Saji in view of French* This complete reversal of the Examiner's 
rejection brings the case up for immediate action by the 
Examiner. (M.P.E.P. §1214.04}. However, the ""Examiner should 
never regard such a reversal as a challenge to make a new search 
to xincover other and better references." (M.P.E.P. §1214-04). 
Rather, the application is thus returned to the Examiner to carry 
into effect the decision, {37 C.F.R. §1.197). The Board did not 
issue any statement that would constitute a new ground of 
rejection of the claims. Nor did the Board include or allow a 
remand* (see 37 C.F.R. §1.196). Thus, more appropriately, the 
Examiner should have allowed this application to issue. 

Therefore, Applicant respectfully requests that both Office 
Actions be withdrawn and purged from the file. 

Should any unresolved issues remain, the Examiner is invited to 
call Applicants' attorney at the telephone number indicated 
below. 

The Commissioner is hereby authorized to charge payment for any 
fees associated with this communication or credit any over 
payment to Deposit Account No. 16-1350, 

Respectfully submitted. 



Reg.Tlo. 44,004^ 

Perman fit Green, LLP 
425 Post Road 
Fairfield, CT 06824 
(203) 259-1800 Ext. 134 
Customer No.: 2512 
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CERTIFXCATB OF FACSIMILE TRANSMISSION 

I hereby certify that this correspondence is being transmitted by 
facsimile to (703) 872-9306 on the date indicated below. 



Date ; mOiOH Signature ; 



PeVson Makindr Deposit 
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FAX.NO: 7^3-S7«2 



P&G Reference: S^OO'OCniW'^^CPI^^ 



Facsimile Mesis^ From 

LawOfiBcies 
PERMAN & GREEN, LLP 
42SPbstRoad 
Faixfield, Coonecticiit 06430 USA 

FacsMUNufHbtr. (203)235.3170 
TekphongNumber: (203)259-1900 



Number of Pages, inctueBng^as sheet, being transmitted: "1 



> Please emjirm receipt of Uaatransaasaen 

□ Tlieorigiiial of this fecstniite will bo sent loyott via inaD 



THIS FACSI^m£ MESSAiS IS INIEraM) ONLY FOR IHE XISE COF THE ADDBSSSEB 
AND MAY COOTAIN COMFlDE»niAL OR LEGALLY FRIVIIECSD INFOBMAHON 

rinh rf Hiiitraniiininlnntn nnif |Tlnfi nirti^rni iiiiiiiii li i l i lj r ir llirt Tin nin wrtnjn fhtrtin m iii n iflhr iim i-" ""^' *^'****""***'»y**' 
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